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DETAILED ACTION 
Response to Amendment 

1 . The amendment filed on 01/31/2008 is entered and aci<nowledged by the 
Examiner. Claims 1-10 are currently pending in the instant application. 

Response to Arguments 

2. The provisionally rejected of claims 1 -3 and 4-1 0 on the ground of nonstatutory 
obviousness- type double patenting as being unpatentable over claims 1-4 of copending 
Application No. 10/582,994 and 10/580,749 are maintained for the reasons set forth 
below. 

3. The rejection of claims 4- 6 under 35 U.S.C. 112, second paragraph, as being 
indefinite is withdrawn in view of Applicant's amendment. 

Applicant's arguments, see pages 5-6, filed on 01/31/2008, with respect to the 
rejection(s) of claims 1 -3 under 35 U.S.C 1 02(e) as being anticipated by Banba et al. 
(U.S. Pub. 2006/019983), claims 4-8 under 35 U.S.C 103(a) as being obvious over 
Banba in view of Nishide et al. (U.S Pub. 2002/0155264), and claims 9-10 under 35 
U.S.C 103(a) as being obvious over Banba in view of Nishide and further in view of 
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Kobayashi (JP Pub. 09-124771) have been fully considered and are persuasive. 
Therefore, the rejections have been withdrawn . 

However, upon further consideration, a new ground(s) of rejection is made in 
viewofYokoyama et al. (U.S. Pat. 5,242,511), December (U.S. Pat. 6,641,933), Nishide 
et al. (U.S Pub. 2002/0155264) and Kobayashi et al. (JP Pub. 09-124771). 



Double Patenting 



4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); /n re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 



5. Claims 1-3 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-4 of copending Application 
No. 10/582,994. Although the conflicting claims are not identical, they are not 



Application/Control Number: 10/580,991 Page 4 

Art Unit: 1796 

patentably distinct from eacli otiier because both Applications contain identical paste 
composition comprising of acrylic resin, butyral resin and solvent with acrylic system 
resin having average molecular weight equal to or larger than 450,000 and equal or 
smaller than 900,00 with an acid value of equal to or larger than 5 mg KOH/g and equal 
or smaller than 25 mg KOH/g. 

6. Claims 4-1 0 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 5-18 of 
copending Application No. 10/580,749. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because both Applications contain the 
method of manufacturing a conductive paste comprising of acrylic resin, butyral resin 
and a solvent selected from a group consisting of limonene, alpha- terpinyl acetate, I- 
dihydrocarvyl acetate, l-menthone, l-perillyl acetate, l-carvyl acetate, and d- 
dihydrocarvyl acetate that is printed onto a ceramic green sheet to form the electrode 
layer. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claims are directed towards a conductive paste 
composition and a method for manufacturing a multi-layered unit comprising said 
conductive paste. However, neither the claimed acrylic system resin nor the solvent are 
conductive material. The Examiner would like clarification as to how the said paste can 
be conductive without the addition of conductive material. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yokoyama et al. (U.S. Pat. 5,242,511 hereinafter, "Yokoyama"). 

With respect to claims 1 and 3, Yokoyama discloses an electrically conductive 
paste composition having an excellent electroconductivity, a high oxidation resistance, 

and a high electromigration resistance useful for as an adhesive, electrode, screen 
printing, through holes and contact materials (Col. 1, lines 5-13). The said electrically 
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conductive paste composition preferably comprises an acrylic resin having an acid 
value in the range of 10 to 80 mg/g (Col. 5, lines 30-32). Yokoyama discloses an acid 
value range that overlaps the claimed acid value range (5-25 mg/g). Yokoyama further 
discloses a preferred solvent is selected from an alcohol such as alpha-terpineol (Col. 7, 
line 56), which is also known as alpha- terpinyl acetate. 

The reference specifically or inherently meets each of the claimed limitations in 
their broadest interpretations. The reference is anticipatory. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 1 . Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yokoyama et al. (U.S. Pat. 5,242,51 1 ) as applied to the above claims, and further in 
view of December (U.S. Pub. 2002/0056641 Al hereinafter, "December"). 

With respect to instant claim 2, Yokoyama discloses a composition comprises an 
acrylic resin having an acid value in the range of 10 to 80 mg/g (Col. 5, lines 30-32) 
and a solvent include aromatic compounds, such as toluene, xylene, etc; ketones, 
such as methyl ethyl ketone, methyl isobutyl ketone, etc.; esters, such as butyl 
acetate, ethyl acetate, etc.; ethers, such as ethylene glycol monomethyl ether, ethylene 
glycol monoethyl ether, ethylene glycol monobutyl ether, ethylene glycol dimethyl 
ether, ethylene glycol mono-n-butyl ether, ethylene glycol mono-n-hexyl ether, ethylene 
glycol monoallyl ether, ethylene glycol dodecyl ether, ethylene glycol monoisobutyl 
ether, ethylene glycol monoisopropyl ether and its acetate, diethylene glycol 
monomethyl ether, diethylene glycol monoethyl ether, diethylene glycol monobutyl 
ether, diethylene glycol monoisobutyl ether, diethylene glycol dodecyl ether, diethylene 
glycol monohexyl ether and its acetate, diethylene glycol dimethyl ether, diethylene 
glycol diethyl ether, diethylene glycol dibutyl ether, triethylene glycol monomethyl ether, 
triethylene glycol dodecyl ether, triethylene glycol mono-n-butyl ether and its acetate, 
triethylene glycol dimethyl ether, etc.; alcohols, such as .alpha.-terpineol, .beta.- 
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terpineol, isopropanol, butanol-benzyl alcohol, alkylbenzyl alcohols, etc.; phenols, such 
as phenol, chlorophenol, etc.; dioxane; dimethylacetamide; dimethylfornnannide; N- 
methylpyrrolidone; and .gamma.-lactone (Col. 7, lines 36-56). 

The difference between Yokoyama reference and the instant application is that 
Yokoyama does not suggest an acrylic system resin having a weight -average 
molecular weight equal to or larger than 450,000 and equal to or smaller than 900,00. 

However, December discloses a second curable coating composition comprising 
an acrylic polymer having an acid number of from about 1 to about 10 [0142] with a 
preferred weight average molecular weight of from about 5,000 to about 5,000,000, 
more preferably about 7,500 to 500,000 [0151]. December also discloses a solvent such 
as ketone, ester, and acetate [0157], which overlaps with the solvent suggested by 
Yokoyama. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention to arrive at the claimed conductive paste composition comprising of 
an acrylic resin and alpha-terpinyl acetate by modifying a conductive paste composition 
of Yokoyama with the acrylic polymer having an average molecular weight in the range 
of 5,000 to 5,000,000 as suggested by December because such a substitution of one 
similar polymer for another having a similar chemical structure (polyacrylate polymer) 
would having yield a predictable result. The court has held similar compounds are 
generally expected to have similar properties. In re Gvurik, 596 F. 2d 1012,201 USPQ 
552. Closely related homologues, analogs and isomers in chemistry may create a prima 
facie case of obviousness. In re Dillon USPQ 2d 1 897,1904 (Fed. Cir. 1990); In re 
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Payne 203 USPQ 245 (CCPA 1979); In re Mills 126 USPQ 5 13 (CCPA 1960); In re 
Heme 85 USPQ 261 (CCPA 1950); In re Mass 60 USPQ 544 (CCPA 1944). Thus, one 
having an ordinary skill in the art would have had a reasonably expectation of success 
for incorporating a high molecular weight acrylic resin of December into the conductive 
paste composition of Yokoyama. The Examiner further notes that substitution of 
equivalents (acrylic resin having overlapping acid values) requires no express 
motivation as long as the prior art recognizes the equivalency. Please see. In re Fount 
USPQ 532 (CCPA 1982); In re Siebentritt, 152 USPQ 618 (CCPA 1967); Graver Tank & 
Mfg. Co. Inc. v Linde Air Products Co., 85 USPQ 328 (USSC). 



12. Claims 4-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yokoyama (U.S. Pat. 5,242,51 1) In view of December (U.S. Pub. 2002/0056641) as 
applied to the above claims, and further in view of Nishide et al. (U.S Pub. 
2002/0155264 hereinafter, "Nishide"). 

Yokoyama and December are relied upon as set forth above. With respect to 
claims 4-8, Yokoyama and December do not explicitly disclose a method for 
manufacturing a multi-layered unit for a multi-layered ceramic electronic component 
paste printed onto a ceramic green sheet containing a butyral system resin as a binder 
from an electrode layer. 
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In an analogous art, Nishide discloses a conductive paste for screen-printing 
comprising of acrylic resin or butyral resin dissolved in a terpineol or isopropyl alcohol 
[0084-0085]. Nishide also discloses a step of screen-printing the conductive paste in a 
predetermined base green layer forming a conductive paste body [0086-0087]. Nishide 
further discloses laminating a first test green layer containing a low-temperature 
sinterable ceramic material and a second test green layer containing inorganic particles 
[0103]. The low-temperature sinterable ceramic material contains polyvinyl butyral as a 
binder [0105]. The slurry of a second test green layer is form by coating onto the first 
test green layer and then drying the slurry to form the coating [0106]. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have used the paste composition of, as taught by 
Yokoyama in view of December, in the method of forming a green laminate body for 
electronic device (e.g. electrode), as taught by Nishide because all the claimed 
elements were known in the prior art and the one skilled in the art could have combined 
the elements as claimed by the know methods with no change in their respective 
functions, and the combination would have yielded predictable results to one of ordinary 
skill in the art at the time of the invention. The burden is upon the applicant to prove 
otherwise. In re Fitzgerald, 205 USPQ 594. 

13. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yokoyama et al. (U.S. Pat. 5,242,51 1) in view of December (U.S. Pub. 2002/0056641) 



Application/Control Number: 10/580,991 Page 1 1 

Art Unit: 1796 

as and further in view of Nishide (U.S Pub. 2002/0155264) and Kobayashi (JP Pub. 09- 
124771 hereinafter, "Kobayashi"). 

Yokoyama, December and Nishide are relied upon as set forth above. With respect 
to claims 9 and 10, Yokoyama, December and Nishide do not explicitly disclose the 
degree of polymerization of the butyral system resin. 

In the same field of endeavor, Kobayashi discloses a butyral system resin consisting 
of polyvinyl butyral having a degree pf polymerization of 1 ,500 to 2,500, a degree of 
butyral ization of at least 65 mol% (abstract). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to have used the butyral system resin, as taught by Yokoyama in 
view of December further in view of Nishide and Kobayashi, to improve storage stability 
and stability of connection resistance. 



Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KHANH T. NGUYEN whose telephone number is 
(571)272-8082. The examiner can normally be reached on Monday-Friday 8:00-5:00 
EST PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mark Kopec/ 

Primary Examiner, Art Unit 1796 

/KTN/ 
03/06/2008 



